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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 31 January 2005 , 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [>3 Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1-7.9 and 17-27 is/are allowed. 

6) I3 Claim(s) 8.10.13.15 and 16 is/are rejected. 

7) Kl Claim(s) 11.12 and 14 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E><] The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Arguments 

Applicant's remarks filed 15 February 2005 regarding the objection to the specification 
and the rejection of claim 8, indicated in the prior Office action mailed 8 December 2004, have 
been fully considered but they are not persuasive. Applicant contends that the objection and 
rejection are not properly posited (page 13 of applicant's remarks), and that the subject matter of 
claim 8 is supported by an enabling disclosure found in the final sentence of paragraph 0021. 

Applicant's remark that "a proper objection and rejection have not been advanced (i.e., a 
prima facie case), inasmuch as the Office action has not established a reasonable basis to 
question the enablement provided by the claimed invention" is not in agreement. The prior 
Office action clearly has set forth and established a prima facie case for the reason that the 
specification has no supporting evidence for enabling one of ordinary skill in the art to make the 
claimed blocking member having the reinforce retracting and blocking edges. Applicant's 
discussion of the ordinary dictionary meaning of the word "reinforced" is "to strengthen with 
some added piece, support, or material" appears to supplement the application disclosure by an 
incorporation of the dictionary term, such that "one skill in the art would be instructed to have 
strengthened the blocking member by adding "some added piece, support, or material". 

However, the written specification and drawings fail to provide any support for the 
claimed slide fastener to have its blocking edge and/or retracting edge to be reinforced by some 
added piece, support, or material. Furthermore, the applicant has not provided a teaching in the 
slide fastener art to factually verify that one skill in the art would have be instructed to have 
strengthened the blocking member by adding "some added piece, support, or material. 

Applicant alleges that the test for "undue experimentation" has been met. It is 
respectfully submitted that the applicant has not complied with this enablement requirement. 
Applicant is reminded of the test for enablement from MPEP 2164.01 (Test of Enablement, 
Undue Experimentation): 
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UNDUE EXPERIMENTATION 

The fact that experimentation may be complex does not necessarily make it undue, if the 
art typically engages in such experimentation. In re Certain Limited-Charge Cell 
Culture Microcarriers, 221 USPQ 1 165, 1 174 (Int'l Trade Comm'n 1983), aff'd. 
sub nom., Massachusetts Institute of Technology v. A.B. Fortia, 774 F.2d 1 104, 227 
USPQ 428 (Fed. Cir. 1985). See also In re Wands, 858 F.2d at 737, 8 USPQ2d at 
1404. The test of enablement is not whether any experimentation is necessary, but 
whether, if experimentation is necessary, it is undue. In re Angstadt, 537 F.2d 498, 504, 
190 USPQ 214, 219 (CCPA 1976). 

2164.01(a) Undue Experimentation Factors 

There are many factors to be considered when determining whether there is sufficient 
evidence to support a determination that a disclosure does not satisfy the enablement 
requirement and whether any necessary experimentation is "undue." These factors 
include, but are not limited to: 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on 
the content of the disclosure. 

In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988) 
(reversing the PTO's determination that claims directed to methods for detection of 
hepatitis B surface antigens did not satisfy the enablement requirement). In Wands, the 
court noted that there was no disagreement as to the facts, but merely a disagreement as 
to the interpretation of the data and the conclusion to be made from the facts. In re 
Wands, 858 F.2d at 736-40, 8 USPQ2d at 1403-07. The Court held that the 
specification was enabling with respect to the claims at issue and found that "there was 
considerable direction and guidance" in the specification; there was M a high level of skill in the 
art at the time the application was filed;" and "all of the methods needed to practice the 
invention were well known." 858 F.2d at 740, 8 USPQ2d at 1406. After considering all 
the factors related to the enablement issue, the court concluded that "it would not require 
undue experimentation to obtain antibodies needed to practice the claimed invention." Id., 
8USPQ2dat 1407. 

It is improper to conclude that a disclosure is not enabling based on an analysis of only 
one of the above factors while ignoring one or more of the others. The examiner's 
analysis must consider all the evidence related to each of these factors, and any 
conclusion of nonenablement must be based on the evidence as a whole. 858 F.2d at 
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737, 740, 8 USPQ2d at 1404, 1407. 

A conclusion of lack of enablement means that, based on the evidence regarding each of 
the above factors, the specification, at the time the application was filed, would not have 
taught one skilled in the art how to make and/or use the full scope of the claimed 
invention without undue experimentation. In re Wright, 999 F.2d 1557,1562, 27 
USPQ2d 1510, 1513 (Fed. Cir. 1993). 

The determination that "undue experimentation" would have been needed to make and 
use the claimed invention is not a single, simple factual determination. Rather, it is a 
conclusion reached by weighing all the above noted factual considerations. In re Wands, 
858 F.2d at 737, 8 USPQ2d at 1404. These factual considerations are discussed more 
fully in MPEP § 2164.08 (scope or breadth of the claims), § 2164.05(a) (nature of the 
invention and state of the prior art), § 2164.05(b) (level of one of ordinary skill), § 
2164.03 (level of predictability in the art and amount of direction provided by the 
inventor), § 2164.02 (the existence of working examples) and § 2164.06 (quantity of 
experimentation needed to make or use the invention based on the content of the 
disclosure). 



2164,04 [R-l] Burden on the Examiner Under the Enablement Requirement 

Before any analysis of enablement can occur, it is necessary for the examiner to construe 
the claims. For terms that are not well-known in the art, or for terms that could have more 
than one meaning, it is necessary that the examiner select the definition that he/she intends 
to use when examining the application, based on his/her understanding of what applicant 
intends it to mean, and explicitly set forth the meaning of the term and the scope of the 
claim when writing an Office action. See G enentech v. Wellcome Foundation, 29 
F.3d 1555, 1563-64,31 USPQ2d 1161, 1167-68 (Fed. Cir. 1994). 
In order to make a rejection, the examiner has the initial burden to establish a reasonable 
basis to question the enablement provided for the claimed invention. In re Wright, 999 
F.2d 1557, 1562, 27 USPQ2d 1510, 1513 (Fed. Cir. 1993) (examiner must provide a 
reasonable explanation as to why the scope of protection provided by a claim is not 
adequately enabled by the disclosure). A specification disclosure which contains a 
teaching of the manner and process of making and using an invention in terms which 
correspond in scope to those used in describing and defining the subject matter sought to 
be patented must be taken as being in compliance with the enablement requirement of 35 
U.S.C. 1 12, first paragraph, unless there is a reason to doubt the objective truth of the 
statements contained therein which must be relied on for enabling support. Assuming that 
sufficient reason for such doubt exists^ a rejection for failure to teach how to make and/or 
use will be proper on that basis. In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 
370 (CCPA 1971). As stated by the court, "it is incumbent upon the Patent Office, 
whenever a rejection on this basis is made, to explain why it doubts the truth or accuracy 
of any statement in a supporting disclosure arid to back up assertions of its own with 
acceptable evidence or reasoning which is inconsistent with the contested statement. 
Otherwise, there would be no need for the applicant to go to the trouble and expense of 
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supporting his presumptively accurate disclosure." 439 F.2d at 224, 169 USPQ at 370. 
According to In re Bowen, 492 F.2d 859, 862-63, 181 USPQ 48, 51 (CCPA 1974), 
the minimal requirement is for the examiner to give reasons for the uncertainty of the 
enablement. This standard is applicable even when there is no evidence in the record of 
operability without undue experimentation beyond the disclosed embodiments. See also 
In re Brana, 51 F.3d 1560, 1566, 34 USPQ2d 1436, 1441 (Fed. Cir. 1995) (citing In 
re Bundy, 642 F.2d 430, 433, 209 USPQ 48, 51 (CCPA 1981)) (discussed in MPEP 
§ 2164.07 regarding the relationship of the enablement requirement to the utility 
requirement of 35 U.S.C. 101). 

While the analysis and conclusion of a lack of enablement are based on the factors 
discussed in MPEP § 2164.01(a) and the evidence as a whole, it is not necessary to 
discuss each factor in the written enablement rejection. The language should focus on 
those factors, reasons, and evidence that lead the examiner to conclude that the 
specification fails to teach how to make and use the claimed invention without undue 
experimentation, or that the scope of any enablement provided to one skilled in the art is 
not commensurate with the scope of protection sought by the claims. This can be done by 
making specific findings of fact, supported by the evidence, and then drawing conclusions 
based on these findings of fact. For example, doubt may arise about enablement because 
information is missing about one or more essential parts or relationships between parts 
which one skilled in the art could not develop without undue experimentation. In such a 
case, the examiner should specifically identify what information is missing and why one 
skilled in the art could not supply the information without undue experimentation. See 
MPEP § 2164.06(a). References should be supplied if possible to support a prima 
facie case of lack of enablement, but are not always required. In re Marzocchi, 439 
F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). However, specific technical 
reasons are always required. 

In accordance with the principles of compact prosecution, if an enablement rejection is 
appropriate, the first Office action on the merits should present the best case with all the 
relevant reasons, issues, and evidence so that all such rejections can be withdrawn if 
applicant provides appropriate convincing arguments and/or evidence in rebuttal. 
Providing the best case in the first Office action will also allow the second Office action to 
be made final should applicant fail to provide appropriate convincing arguments and/or 
evidence. Citing new references and/or expanding arguments in a second Office action 
could prevent that Office action from being made final. The principles of compact 
prosecution also dictate that if an enablement rejection is appropriate and the examiner 
recognizes limitations that would render the claims enabled, the examiner should note 
such limitations to applicant as early in the prosecution as possible. 
In other words, the examiner should always look for enabled, allowable subject matter 
and communicate to applicant what that subject matter is at the earliest point possible in 
the prosecution of the application. 
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2164.05 Determination of Enablement Based on Evidence as a Whole 

Once the examiner has weighed all the evidence and established a reasonable basis to question 
the enablement provided for the claimed invention, the burden falls on applicant to present 
persuasive arguments, supported by suitable proofs where necessary, that one skilled in the art 
would be able to make and use the claimed invention using the application as a guide. In re 
Brandstadter, 484 F.2d 1395, 1406-07, 179 USPQ 286, 294 (CCPA 1973). The evidence 
provided by applicant need not be conclusive but merely convincing to one skilled in the art. 
Applicant may submit factual affidavits under 37 CFR 1.132 or cite references to show what one 
skilled in the art knew at the time of filing the application. A declaration or affidavit is, itself, 
evidence that must be considered. The weight to give a. declaration or affidavit will depend upon 
the amount of factual evidence the declaration or affidavit contains to support the conclusion of 
enablement. In re Buchner, 929 F.2d 660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991) 
("expert's opinion on the ultimate legal conclusion must be supported by something more than a 
conclusory statement"); cf. In re Alton, 76 F.3d 1 168, 1 174, 37 USPQ2d 1578, 1583 (Fed. Cir. 
1996) (declarations relating to the written description requirement should have been considered). 
Applicant should be encouraged to provide any evidence to demonstrate that the disclosure 
enables the claimed invention. In chemical and biotechnical applications, evidence actually 
submitted to the FDA to obtain approval for clinical trials may be submitted. However, 
considerations made by the FDA for approving clinical trials are different from those made by 
the PTO in determining whether a claim is enabled. See Scott v. Finney, 34 F.3d 1058, 1063, 32 
USPQ2d 1 1 15, 1 120 (Fed. Cir. 1994) ("Testing for full safety and effectiveness of a prosthetic 
device is more properly left to the [FDA]."). Once that evidence is submitted, it must be 
weighed with all other evidence according to the standards set forth above so as to reach a 
determination as to whether the disclosure enables the claimed invention. 

To overcome a prima facie case of lack of enablement, applicant must demonstrate by argument 
and/or evidence that the disclosure, as filed, would have enabled the claimed invention for one 
skilled in the art at the time of filing. This does not preclude applicant from providing a 
declaration after the filing date which demonstrates that the claimed invention works. However, 
the examiner should carefully compare the steps, materials, and conditions used in the 
experiments of the declaration with those disclosed in the application to make sure that they are 
commensurate in scope; i.e., that the experiments used the guidance in the specification as filed 
and what was well known to one of skill in the art. Such a showing also must be commensurate 
with the scope of the claimed invention, i.e., must bear a reasonable correlation to the scope of 
the claimed invention. 

The examiner must then weigh all the evidence before him or her, including the specification and 

any new evidence supplied by applicant with the evidence and/or sound 

scientific reasoning previously presented in the rejection and decide whether the claimed 

invention is enabled. The examiner should never make the determination based on personal 

opinion. The determination should always be based on the weight of all the 

evidence. 
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Specification 

The specification is objected to under 35 U.S.C. § 1 12, first paragraph, as failing to teach 
how to make and/or use the invention, i.e., failing to provide an enabling disclosure. 

The following is a quotation of 37 CFR 1.71(a)-(c): 

(a) The specification must include a written description of the invention or discovery 
and of the manner and process of making and using the same, and is required to be in 
such full, clear, concise, and exact terms as to enable any person skilled in the art or 
science to which the invention or discovery appertains, or with which it is most nearly 
connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is 
solicited, in such manner as to distinguish it from other inventions and from what is old. 
It must describe completely a specific embodiment of the process, machine, manufacture, 
composition of matter or improvement invented, and must explain the mode of operation 
or principle whenever applicable. The best mode contemplated by the inventor of 
carrying out his invention must be set forth. 

(c) In the case of an improvement, the specification must particularly point out the 
part or parts of the process, machine, manufacture, or composition of matter to which the 
improvement relates, and the description should be confined to the specific improvement 
and to such parts as necessarily cooperate with it or as may be necessary to a complete 
understanding or description of it. 

The specification is objected to under 37 CFR 1.71 because it fails to provide an enabling 
disclosure teaching how to make the claimed invention, as to the following: the specification 
fails to provide an enabling disclosure teaching how to make the claimed clasp having wherein 
"said blocking edge and/or said retracting edge is/are reinforced". The specification fails to 
describe how the blocking edge and the retracting edge are reinforced. The final sentence on 
page 7 describes "Depending on the type of the material of the blocking member, the retracting 
edge 34 (but also the blocking edge 30) can be provided to be reinforced to limit the problems of 
wear due to friction with the slider 24, but does not describe how the respective edges are 
reinforced. Applicant's are cautioned to not enter new matter in response to the above objection 
by amending the specification, drawings, or claims. 
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Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 8 is rejected under 35 U.S.C. § 1 12, first paragraph, for the reasons set forth in the 
objection to the specification, pertaining to the claimed non-enabling subject matter wherein 
"said blocking edge and/or said retracting edge is/are reinforced". 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 10, 13 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by Salam 
(U.S. Patent No. 6,1 12,383). Salam ( c 383) discloses a slide fastener comprising: a first strip of 
material (37) and a second strip of material (37); 

a first fastening device (36) extending along and affixed to a longitudinally extending 

edge of said first strip of material and a second fastening device (36) extending along and 
affixed to a longitudinally extending edge of said second strip of material; 

a slider (shown in Fig. 2) mounted for longitudinal sliding in a path along said first and 
second edges of said first and second strips of material to control closing and opening of the first 
and second fastening devices by, respectively, causing a locking of said first fastening device to 
said second fastening device in a closing direction and an unlocking of said first fastening device 
from said second fastening device in an opening direction; a blocking member (20) directly or 
indirectly affixed to one of said first and second strips whereby, when said first and second strips 
are interconnected by said first and second fastening devices, said blocking member extends in a 
blocking position across said path of said slider to interfere with movement of said slider in said 
opening direction; and wherein and said blocking member has a form of a plate, whereby, in said 
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blocking position, said plate extends in a plane substantially parallel to a plane of said first and 
second strips of material; said plate comprises a blocking edge (transverse edge disposed on the 
bottom area 22 and perpendicular to the longitudinal sliding path of the slider), said blocking 
edge extending substantially perpendicular to said path of said slider; 

(concerning claim 13) the blocking member is directly or indirectly connected (via 
elements 16, 18) to one of said first and second strips of material along a length of a lateral edge, 
substantially parallel to said path of said slider; and 

(concerning claim 15) the blocking member is made from semi-flexible material ("metal, 
such as steel", col. 2, line 66-67). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Salam ('383). 
Salam ( c 383) discloses the claimed slide fastener except for wherein the blocking member being 
made from plastic. It would have been obvious to one of ordinary skill in the art to have formed 
the blocking member of plastic since plastic is a well known material in forming articles and 
known for being resistant to corrosion where garments may be exposed to a corrosive 
environment such as in brackish waters. 
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Allowable Subject Matter 
Claims 1-7, 9, and 17-27 are allowed. 

The following is an examiner's statement of reasons for allowance: 
Regarding claim 17, the prior art of record fails to teach or suggest the claimed slide 
fastener further having the structural combination where the blocking device comprising a 
retracting device to cause automatic retraction of the blocking member as the slider moves and 
engages the blocking member in the closing direction. Regarding claim 22, the prior art of 
record fails to teach or suggest the claimed slide fastener having the structural combination 
where in the closed position of the slide fastener, the slider extending lengthwise in the closing 
direction past the blocking portion of the blocking member to interfere with movement of the 
slider in the opening direction. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance. 55 

Claims 11, 12, and 14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert J. Sandy whose telephone number is 571-272-7073. The 
examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J.J. Swann can be reached on 703-306-41 15. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



final action. 




Robert J. Sandy 
Primary Examiner 
Art Unit 3677 



